The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte YUKI O TANI GAWA and TADASHI GE HATA

Appeal No. 1999-1878
Appl i cation No. 08/799, 411

HEARD: January 08, 2002

Before, WARREN, KRATZ, and TIMM Adninistrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final
rejection of clainms 1-4, 6, 7, 9 and 11-20, which are all of

the clains that remain pending in this application.?

! This appeal only involves clains 1-4, 6, 7, 9 and 11-20
since the record reflects that an amendnent after final
rejection (Paper No. 11) cancelling finally rejected clains 8
and 10 was approved by the examner as “OK to Enter” by so
mar ki ng page 1 thereof and has been physically entered. This
is consistent with appellants’ statenent (brief,page 1) that
“clainms 1-4, 6, 7, 9 and 11-20 are being appealed and with the
exam ner’s statenent of the rejection (answer, item No. 10)
The statenent in the answer (item No. 4) agreeing with
appel l ants’ statenment that “[n]Jo after-final amendnents were
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BACKGROUND

Appel lants’ invention relates to a pol yacetal resin
conposition and a method of maki ng such a conposition. An
under standi ng of the invention can be derived froma reading
of exenplary claim1l, which is reproduced bel ow.

1. A polyacetal resin conposition which
conpri ses about 100 parts by wei ght of a pol yacetal
having a residual fluorine concentration of not nore
t han about 13 ppm and a concentration of
f or mal dehyde generated when the pol yacetal is heated
at about 230 EC for about 30 mnutes in nitrogen of
not nmore than about 500 ppm from about 0.01 to
about 3 parts by weight of an antioxidant; and from
about 0.001 to about 5 parts by weight of a basic
substance, wherein the polyacetal is a pol yner
obt ai ned by polynerizing trioxane or a m xture of
tri oxane with a conmononer in the presence of at
| east one polynerization catal yst selected fromthe
group consisting of boron trifluoride, boron
trifluoride hydrate and a coordi nati on conpl ex
conmpound of an organi c conpound contai ning an oxygen
atomand a sulfur atomw th boron trifluoride.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

MacDonal d 2,768,994 Cct .
30, 1956
Walling et al. (Walling) 3,027, 352 Mar .
27, 1962

filed” (brief, page 2) is obviously in error since appellants’
do not refer to that subsequently filed anmendnent after final
(Paper No. 11) in their brief.
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Mant el | 3,252, 940 May 24,
1966

Berardinelli et al. (Berardinelli) 3.313. 767 Apr
11, 1967

Charles et al. (Charles) 3,397,182 Aug.
13, 1968

Kakos, Jr. (Kakos) 3,484, 399 Dec. 16,
1969

Sadl owski et al. (Sadl owski) 4,431, 794 Feb
14, 1984

Paul et al. (Paul) 4,727,106 Feb. 23,
1988

Mat sunoto et al. (Matsunoto) 5,191, 006 Mar
02, 1993

Claims 1-4, 6, 7, 9 and 11-20 stand rejected under 35
U S.C. 8 103 as being unpatentable over MacDonal d, Wl li ng,
Mantel |, Berardinelli, Charles, Kakos, Sadl owski, Paul, and
Mat sunot o. We refer to appellants’ briefs and to the
exam ner’s answer for an exposition of the respective
vi ewpoi nts expressed by appellants and the exam ner concer ni ng
the rejection.

OPI NI ON

Upon careful review of the entire record including the
respective positions advanced by appellants and the exam ner
with respect to the rejection before us, we find ourselves in
agreenent with appellants’ viewpoint since the exam ner has

failed to carry the burden of establishing a prim facie case
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of obviousness. See In re Cetiker, 977 F.2d 1443, 1445, 24

UsP2d 1443, 1444 (Fed. Cir. 1992); In re Piasecki, 745 F.2d

1468, 1471-1472, 223 USPQ 785, 787-788 (Fed. Cr. 1984).

Accordingly, we will not sustain the exam ner’s rejection.

We point out that in a rejection under 35 U S.C. § 103,
it is fundanental that all elenents recited in a claimnust be
consi dered and given effect in judging the patentability of

that claimagainst the prior art. See In re Geerdes, 491 F.2d

1260, 1262-63, 180 USPQ 789, 791 (CCPA 1974). Thus, a prima

facie case of obviousness is established by show ng that sone

obj ective teaching or suggestion in the applied prior art
taken as a whol e and/ or know edge generally avail able to one
of ordinary skill in the art would have | ed that person to the
cl aimed invention, including each and every limtation of the
clainms, without recourse to the teachings in appellants’

di scl osure. See generally In re Cetiker, 977 F.2d 1443, 1447-

48, 24 USP(Rd 1443, 1446-47 (Fed. Cir. 1992) (Nes, J.,

concurring). This show ng can be established on simlarity of
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product or of process between the clainmed invention and the
prior art.
The appealed clains require a resin conposition

including, inter alia, a polyacetal having the property of

generating a concentration of formal dehyde of not nore than
about 500 parts per mllion upon heating at about 230 °C for
about 30 mnutes and a nethod of preparing such a resin
conposition. Here, the exam ner has not established that one
of ordinary skill in this art would have been led to a resin
conposition including a polyacetal within the scope of the
appeal ed cl ains or process of making sane based on the
teachings of the applied references. Wth regard to the
claimed limtation concerning the pol yacetal having a property
of generating a concentration of fornmal dehyde of not nore than
500 ppm when the resin is heated at about 230 °C for about 30
m nut es, the exam ner does not specifically point out where

t he conbi ned teachings of the references would have | ed one of
ordinary skill in the art to a resin conposition having a

pol yacetal with such a property together with the other
claimed limtations. Rather, the exami ner nerely offers an

unsupported opinion that “... the prior art is well aware that
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superior heat stability is known to be obtai nable by doing so”
(answer, page 5) and that “[i]n so far as the initial anount
of formal dehyde em ssion is | ess than 500 ppm under the test
procedure utilized, 3 out of the 4 conparative tests presented
relate this is evidently typical of prior art fornulations”
(answer, page 6).

Thi s specul ative statenent of the exam ner concerning the
prior art status of the conparative tests reported by
appel l ants at pages 20-22 of their specification is
insufficient standing by itself to establish that supposition
as fact. This is especially so given that appellants have
di sputed the exam ner’s allegations concerning the prior art
status of the conparative exanples presented in their
specification (reply brief, pages 4 and 5). In order for a

prima facie case of obviousness of the clained invention to be

established, the prior art as applied nust be such that it
woul d have provided one of ordinary skill in the art with both
a suggestion to carry out appellants’ clainmed invention and a

reasonabl e expectation of success in doing so. See In re Dow

Chem cal Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed.

Cir. 1988). "Both the suggestion and the expectation of
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success nust be founded in the prior art, not in the
applicant’s disclosure.” Id. Si nce the exam ner has not
carried the burden of particularly pointing out where a
suggestion that would have | ed one of ordinary skill in the

art to make a resin conposition having all of conpositional
attributes clainmed herein is supported by the applied

references’ teachings, we reverse the stated rejection.

CONCLUSI ON
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The decision of the examner to reject clains 1-4, 6, 7,
9 and 11-20 under 35 U.S.C. 8 103 as being unpatentabl e over
MacDonal d, Walling, Mantell, Berardinelli, Charles, Kakos,

Sadl owski, Paul, and Matsunbto is reversed.

REVERSED

CATHERI NE TI W
Adm ni strative Patent Judge

CHARLES F. WARREN )
Adm ni strative Patent Judge )
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